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Disclaimer: Any views expressed through this presentation are those of the author and may not 
reflect the views of Klarquist, or any of its respective clients.  This presentation is for information 
purposes only and not for the purpose of providing legal advice.  Use of the any information 
contained within this presentation does not create an attorney-client relationship.  



 Overview of U.S. Patent System

 Requirements for a utility patent

 Patentability vs. Freedom to Operate

 Inventorship vs. Patent Ownership

 Provisional vs. Nonprovisional Patent Application

 General Process of U.S. Patent Prosecution

 Case study: CRISPR patent battle

 Other considerations

 Q&A
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AGENDA
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U.S. Patenting Statistics
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U.S. Patent No. 10,000,000

https://cdn.patentlyo.com/media/2018/06/patent10million1.pdf
https://cdn.patentlyo.com/media/2018/06/patent10million1.pdf


 Right to exclude others from making, using, selling, offering for 
sale or importing the claimed invention

 Limited term

 Territorial: protection only in territory that granted patent; NO 
world‐wide patent
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What Is A Patent?



 Gain entry to a market

 Exclude others from a market

 Marketing tool to promote unique aspects of a product

 Sold or licensed, like other property
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Why Patent An Invention?



 “Anything under the Sun that Is Made by Man”
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What Can Be Patented?

 “A person may have invented a machine or a manufacture, which may 
include anything under the sun that is made by man, but it is not 
necessarily patentable under section 101 … unless the conditions of 
the title are fulfilled.”

Charles H. Duell , Commissioner of US patent office in 1899



 Statutory
 35 U.S.C. (Patent Code)

 Rules: 37 C.F.R. (Patent Regulations)
 Rules governing the operation of the USPTO; 

may be changed by the USPTO following the 
proper procedure

 Case Law
 The United States has a common law system 

Court cases shape the interpretation of laws
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U.S. Patent Law



 Utility: how an invention works
 Inventions

 Functionality

 20-year term from filing date

 Design: how it looks
 ornamental design described & shown

 15-year term from grant date

 Plant: new variety of asexually 
reproduced plant
 20-year term from filing date
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Type of U.S. Patents
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Utility Patents
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Requirements for Patentability
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Patent Eligibility (§ 101) 

35 U.S.C. § 101

Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this 
title.

Judicial Exceptions 

• Laws of nature
• Natural phenomena
• Abstract ideas
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Enablement & Written Description
(§ 112(a)) 

Written Description

Requires that the specification objectively 
demonstrate that the applicant actually 
invented –was in possession of- the claimed 
subject matter. 

Enablement

Requires the inventor to describe his or her 
invention in a manner that would allow 
others in the industry to make and use the 
invention.
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Indefiniteness (§ 112(b)) 

Indefiniteness

A patent is invalid for indefiniteness if its claims, read in 
light of the specification delineating the patent, and the 
prosecution history, fail to inform, with reasonable 
certainty, those skilled in the art about the scope of the 
invention. 
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Novelty (§ 102) 

§ 102 (a) 

A person shall be entitled to a patent unless—
1) the claimed invention was patented, described in a 

printed publication, or in public use, on sale, or 
otherwise available to the public before the effective 
filing date of the claimed invention; or

2) the claimed invention was described in a patent issued 
under section 151, or in an application for patent 
published or deemed published under section 122(b), in 
which the patent or application, as the case may be, 
names another inventor and was effectively filed before 
the effective filing date of the claimed invention
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Non-obviousness (§ 103) 



Is It Patentable?

21 May 201917

Patent granted in 1882

Novel?    Non-obvious?    Useful?    Enabled?

“The Better Mousetrap”
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FREEDOM TO OPERATE

Claim A: A seating structure comprising a 
seating platform and at least three legs.
Claim B: A seating structure comprising a 
seating platform and four legs.
Claim C: A seating structure comprising a 
seating platform, a plurality of legs, and a 
stretcher connecting each pair of the legs.

A = a+b

B = a+b+c



 IT’S ALL ABOUT CONCEPTION

 Conception is not reduction to practice

 Inventorship is determined on a claim-by-claim basis

 Inventive entity can change during prosecution
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Inventorship

Who is an Inventor?
An inventor is a person who contributes to the “conception” of 
the invention; and 
Contribution is shown in at least one claim of the patent.



 Ownership of a patent gives the patent owner 
the right to exclude others from making, using, 
offering for sale, selling, or importing into the 
U.S. the invention claimed in the patent.

 Initial ownership 

 Transfer of ownership 

 Patent valuation
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Patent Ownership

Source: www.hayes-soloway.com/



 Nonprovisional (regular) application

 Provisional application:
 Not examined

 One year grace period for public disclosure
 Early priority date

 Refine concept and test market

 Cost saving

 Caveats
 Support in compliance with § 112
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Provisional vs. Non-Provisional
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Patent Prosecution Timeline



 CRISPR : revolutionary gene editing technology 

 Numerous applications: curing diseases, protecting plants, producing 

food, creating biofuels, reviving extinct animals, etc.

 PRNewswire: “Global CRISPR market is estimated to grow at a CAGR of 33.26 

during the forecast period to reach a total market size of US$3,087 million by 

2023 from US$551 million in 2017.”

 Who: UCal (Jennifer Doudna et al.) v. Broad Inst. (Feng Zhang)

Case Study: CRISPR
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Battle of CRISPR Patents
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Pat Grant
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 Is it obvious? 
 Would application of CRISPR-Cas9 in vitro and in bacterial systems 

have had a “reasonable likelihood of success” in eukaryotic cells?
 Prof. Doudna: The results suggested the “exciting possibility” that 

CRISPR-Cas9 could be operative in eukaryotic cells;  “it was not 
known whether such a bacterial system would function in eukaryotic 
cells.” Acknowledging she had experienced “many frustrations” 
getting CRISPR to work in human cells and that she knew that if she 
succeeded, CRISPR would be “a profound discovery.”

 Publish or non-publish?
 Pre-issuance damage; PCT; scrutiny; design-around; marketing . . .

 Build a patent portfolio
 Initial UCal Pat. App. 13/842,859 has 155 claims

 Expedite patent prosecution?

Lessons from CRISPR Patent Fights 
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Source: https://www.uspto.gov/sites/default/files/aia_implementation/fast_exam_table20130912v1017.pdf

Expedite Patent Prosecution
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 Costs
 Government fees (filing fee, search fee, examination fee, 

issue fee, maintenance fee, etc.)

 Attorney fees (hourly fees, flat rate, hybrid model, etc.)

 Benefits
 Market size

 Market competitions

 Product life time

 Market territories
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Costs vs. Benefits



 Stakes and costs

 Patent infringement

 Patent work around

 Patent enforceability

 Patent defensibility
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Patent Enforcement
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Questions?


